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DETAILED ACTION 
Applicant's Response 

(1) Applicant's response of 1 1/19/01 has been received and entered as paper no. 6. 

(2) Applicants have cancelled claims 64-70, 72-77 and 80. 

(3) Election/Restriction: In response to the election/restriction of paper no. 4, Applicants 
have elected to prosecute Group II, claims 79-81 without traverse. 

(4) Amendments: 

Rejection under 35 USC 1 12, 2"" paragraph: Applicants have amended claims 79. 

The amendment of claim 79 to delete the phrase "combining" to "contacting" has not 
overcome the rejection as to that phrase. The term "contacting" still renders the claim indefinite, 
as it is unclear to one of ordinary skill in the art whether Applicant intends for the two reactants 
to be placed next to each other or in fact for each to be reacted with each other and form a new 
product. Amending the term "contacting" and replacing said term with "reacting" is suggested 
to obviate the rejection. 

The amendment to limit the metal containing catalyst to palladium or platinum has also 
overcome the rejection as applied to the phrase "metal-containing catalyst". 

The argument as to the term "any non-reactive solvent" is not persuasive and the 
rejection of said phrase is maintained as bemg indefinite for the reasons indicated below. 
(5) Claims pending: claims 79 and 8 1- 1 1 1 are pending in the instant application. Claim 80 
is cancelled. Claims 82-1 1 1 are withdrawn from consideration as being drawn to non-elected 
inventions. 37 CFR 1.142(b). Claims 79 and 81 are examined herein. 
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Rejections 
Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S. C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 79 and 81 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Transitional phrases: See MPEP 2111.03: 

There are 3 types of transitional phrases: 

(a) Comprising: "comprising" is synonymous with "including" and is inclusive or open- 
ended and does not exclude additional, unrecited elements or method steps. 

(b) Consisting of excludes any element, step, or ingredient not specified in the claim. 

(c) Consisting essentially of: limits the scope of a claim to the specified materials or 
steps "and those that do not materially affect the basic and novel characteristic(s)" of the claimed 
invention. For the purposes of searching for and applying prior art under 35 USC 102 and 103, 
absent a clear indication in the specification of claims of what the basic and novel characteristics 
actually are "consisting essentially of will be construed as equivalent to "comprising". If the 
applicant contends that additional steps or materials in the prior art are excluded by the recitation 
of "consisting essentially of,' appUcant has the burden of showing that the introduction of 
additional steps or components would materially change the characteristics of applicant's 
invention. 
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The term "comprising" in the second line of claim 79 includes steps (a) reacting ketone 
with monoethanolamine and hydrogen, (b)in the presence of a catalyst and (c) essentially in the 
absence of any non-reactive solvent. The comprising language does not exclude any additional, 
unrecited elements or method steps, for example, step (d) addition of a solvent, an alcohol, to the 
reaction. The claim also recites the phrase "essentially", which as indicated above is treated as 
open language absent a showing that the presence or absence of the component would materially 
change the characteristics of applicant's invention. Claim 79 is in conflict with itself The term 
comprising is inclusive of non-claimed elements, such as exemplified step (d), and the term 
"essentially" attempts to hmit the metes and bounds of the comprising language, by excluding an 
element or step in the process. The specification is silent as to what are the basic and novel 
characteristics of the claimed invention and how the inclusion or exclusion of solvent materially 
affects the basic and novel characteristics of said invention. Therefore, the claim is indefinite 
because one of ordinary skill in the art would not know if the claimed element (c) is part of the 
claim or whether the exemphfied element (d) may be included in the contemplated invention. 

The phrase " any non-reactive solvent" renders the claim indefinite. The specification 
defines said solvent as ethanol or any other non-reactive solvent. A solvent is defined as "The 
component of a solution that is present in excess or that undergoes no change of state."/ By that '* Tu^SZ 
definition, any non-reactive solvent is any solvent. The term is not defined in the specification in 
such a way as to provide one of ordinary skill in the art with the requisite metes and bounds of 
Applicant's invention. There are numerous solvents in the chemical arts and each solvent may 
be used in a variety of processes. The single exemplification of ethanol does not provide any 
standard for ascertaining the Applicant's contemplated solvent. The specific characterisdc of the 
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solvent that may be or may not be used in the instantly claimed reaction is unknown. Therefore, 
the phrase is indefinite as it is unclear to one of ordinary skill in the art what apphcant is 
including or excluding from their claim. 

The term "essentially" renders the claim indefinite because it is unclear whether the 
Applicant intends to claim a reaction where no solvent is employed or a reaction where a 
nominal amount of solvent is used. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubHcation in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

Claims 79 and 81 are rejected under 35 U.S.C. 102(b) as being anticipated by Cope, et al. 

Applicants claim method of preparing N-substituted monoethanolamine comprising (a) 
reacting ketone with monoethanolamine and hydrogen, (b) in the presence of a catalyst and (c) 
essentially in the absence of any non-reactive solvent. 

Cope teaches the preparation of N-substituted ethanolamines comprising the steps of (a) reacting 
ketone (methyl hexyl ketone) with monoethanolamine and hydrogen, (b) in the presence of a 
catalyst (platinum catalyst) and (c) in the presence of a solvent, 100 cc of alcohol. See page 
1505, col. 1, also see table I, page 1504specific examples of reactants. If Applicant's intend the 
reaction steps to be open-ended, i.e. comprising, then the reference anticipates the instant claims. 
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If applicant intends the reaction steps to exclude the presence of a solvent, the reference still 
anticipates the instant claims as written because of the use of "essentially" reads on an amount 
>0. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordmary skill m the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 



Claims 79 and 81 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cope, 



etal. 



Applicants claim method of preparing N-substituted monoethanolamine comprising (a) 
reacting ketone with monoethanolamine and hydrogen, (b) in the presence of a catalyst and (c) 
essentially in the absence of any non-reactive solvent 
Determination of the sc ope and content of the prior art ( M PEP $2141.01) 
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Cope teaches the preparation of N- substituted ethanolamines comprising the steps of (a) 
reacting ketone (methyl hexyl ketone also ketones generally see page 1505, col. 2) with 
monoethanolamine and hydrogen, (b) in the presence of a catalyst (platinum catalyst) and (c) in 
the presence of a solvent, 100 cc of alcohol. See page 1505, col. 1, see also table I, page 1504 
for specific reactants. 

Ascertainment of the di fference between the prior art and the claims (MPEP $2141.02) 

The difference between the prior art and the instant claims, if any, is that 

(a) the instant claims are silent as to the type of solvent encompassed therein, or 

(b) the prior art does not specifically teach that a solvent may not be used in the instant reaction. 

Findins of prima facie obviousness— rational and motivation (MPEP §2142-2413) 

However, it would be prima facie obvious for one of ordinary skill in the art at the time 
of the filing of the instant application to 

(a) substitute one solvent for another, since the solvent itself is unreactive and the reference 
exemplifies the use of different solvents in the reaction, eg. alcohol (page 1505, col. 1) and 
benzene (page 1505, col. 2), or 

(b) not employ a solvent in the reaction, as by definition a solvent is non-reactive, and to reduce 
the number of steps in the overall reaction by eliminating additional steps needed to remove the 
solvent from the reaction, such as distillation or filtration, and thus increase efficiency of the 
overall process. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrea D. Small, whose telephone number is (703) 305-081 1 
The examiner can normally be reached on Monday-Thursday from 8:30 AM - 7:00 PM 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Joseph K. McKane, can be reached at (703) 308-4537. The Unofficial fax phone 
number for this Group is (703) 308-7921. The Official fax phone numbers for this Group are 
(703) 308-4556 or 305-3592. 

When filing a FAX in Technology Center 1 600, please indicate in the Header (upper 
right) "Official" for papers that are to be entered into the file, and "Unofficial" for draft 
documents and other communications with the PTO that are not for entry into the file of the 
application. This will expedite processing of your papers. 

Communications via Internet e-mail regarding this application, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be used by the applicant and should be 
addressed to [Joseph.McKane@uspto.gov]. All Internet e-mail communications will be made of 
record in the application file. PTO employees will not communicate with apphcant via Internet 
e-mail where sensitive data will be exchanged or where there exists a possibility that sensitive 
data could be identified unless there is of record an express waiver of the confidentiality 
requirements under 35 U.S.C. 122 by the applicant. See the Interim Internet Usage PoHcy 
published by the Patent and Trademark Office Official Gazette on February 25, 1997 at 1 195 OG 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist, whose telephone number is (703) 308-1234 



Andrea D. Small Ceha Chang T~ 

May 28, 2002 Primary Patent Examiner 

Art Unit 1626 
Technology Center 1 



